
Patent Strategy 

Patents can be a powerful business tool.  They can reinforce a competitive advantage.  The challenge for large and small entities is to use patents effectively.  In my view, this means approaching patents from a business-minded perspective and at all times pursuing protection strategically.

The purpose of this document is to provide general information that is a starting point for taking this business-minded and strategic approach to patents; to provide some costing around the various steps of the patent process; and to recommend a workflow for preparing quality patent applications efficiently.

Minimizing Risk of Disclosure

It is important to remember that outside of North America, in order to remain eligible for patent protection, a patent application must be filed somewhere before the invention is disclosed publicly.

Remember also, that what constitutes "public disclosure" is a relatively complex legal issue.  Before disclosure of an invention to anyone, or practice of the invention in a way that the public may gain access thereto, please discuss the implications with us first.
Lastly, please note that practically speaking in all countries, it is essential to file a patent as soon as possible.  Entities who may have made an invention after you, but file a patent earlier will almost always have prior entitlement to a patent on the invention.  This means that once their patent issues, they may be able to restrict you from practicing the invention notwithstanding that you regard it as your own.

One notable exception is the United States which still maintains a "first to invent" system.  However, establishing priority over an entity that was first to file a patent application is costly and time consuming.  Therefore, practically speaking you might as well regard the United States as a first‑to‑file system also.

The First Step

The first step will be to obtain some assurance that your invention(s) is (are) patentable.  We will require full disclosure of your invention.  This includes technical specifications, drawings, parts lists, flowcharts and the like.  This also includes a narrative that is as detailed as possible that covers the following points:

(a) Summary of the solutions provided by your invention.

(b) Description of the problem that your solution is meant to address.

(c) Detailed discussion of prior art solutions that addressed or attempted to address the same problem. Please provide any documents that you may have in regard to such prior art solutions.

(d) Discussion of all disadvantages of such prior art solutions.

(e) Narrative describing the various elements of your invention, the various ways in which such elements may be implemented, including details such as brand names of third party products, technologies or processes employed.

(f) Detailed discussion of all relevant examples of your invention in operation.

(g) Detailed discussion of natural extensions or adaptations of your invention.

Once we have full disclosure, we will be in a position to advise you regarding a patent search.  In circumstances in which we conduct the appropriate searches and provide a patentability opinion, the fees are as follows:

The Second Step

The second step will be the preparation of your patent application.  Generally speaking, due to market realities, we tend to begin by filing a patent application in the United States.

We can proceed in a number of ways.

Preparation and Filing of U.S. Provisional Patent Application
We only recommend proceeding with provisional patent applications in the U.S. (although this procedure is also available in Canada), because this practice is well established in the U.S.  A provisional patent application consists of a detailed description of your invention (including some drawings, namely system, user process and resource flow charts) and a broad first claim.

Some applicants file very sparse provisional patent applications, and truly only disclose the invention in the completed patent application.  But these inventors run the risk of their patent being invalidated by a competitor or infringer for addition of new matter.  We do not believe in running this risk.  Rather, we recommend filing a provisional patent application which already includes an enabling disclosure of the invention.

A provisional patent application must be completed within one year of its filing date by filing a completed application.  If this is not done, the patent application goes abandoned.  The completed application can complete details of subject matter already disclosed in the provisional patent application, but no new matter vis‑a‑vis the provisional application should be included.  The costs for completing the application vary depending on whether the required drafting to complete the patent, however a quote is provided.

It is very important to remember that if you file a provisional patent application, by the one year anniversary date of the filing of same, you will not only have to complete your patent application, but also decide what international patent rights you wish to secure (as explained below).

Preparation and Filing of a Complete Application in Canada and the U.S.

Depending on your business circumstances, it may be more advantageous to prepare and file a complete patent application at the outset.  Depending on the complexity of your invention, the cost of preparing and filing a complete application is referenced above.

Please note that depending on how your product is produced, or your technology is implemented, the particular methods/applications necessary to implement same can perhaps be included in your parent application, or may have to be subject of a separate application.

Please also note that, all together, it is generally more cost effective to proceed with the preparation of a complete patent application when the entire invention is fully developed.

Prosecution of the Application

"Prosecution" refers to the process involved in obtaining an issued patent from a Patent Office (whether the U.S. Patent Office, Canadian Patent Office, or the "International Search Authority" under PCT).  The interest of the Examiner is to narrow the monopoly bestowed by the patent based on a search for prior art by the Patent Office.  The Examiner will provide reasons for narrowing your monopoly by issuing "office actions". These office actions may raise any or all of the following matters:

(h) identify that more than one invention is disclosed and request the applicant to elect prosecution of one invention;

(i) formal objections regarding description or drawings; or

(j) identify prior art and argue that the patent is not novel or is obvious.

A period of time is provided by the Examiner for the applicant or patent agent to respond and clarify these matters or amend the claims so as to avoid the prior art.  A patent that is as broad as possible requires the preparation of written submissions or "office action responses" which, based mainly on the prior art, argue for the legitimacy of claims that are as broad as possible.

Please note that prosecution costs are generally not incurred earlier than eight months after the filing of your patent application.  Prosecution of patents in Canada and U.S. is charged on a time spent basis however quotes can be provided  for certain work such as responses to office actions.

In Canada, patent applications are not examined automatically and a request for examination must be made in writing accompanied by the requisite fees. Patents filed after October 1, 1996, must be examined within five (5) years of the filing date or the patent will automatically lapse.  An office action (communication is generally not received until 18‑24 months after examination has been requested.

Patent applications prosecuted in Europe, Japan, Mexico or other foreign countries usually take longer to prosecute.

Patent Application Preparation Workflow

The drafting of a patent application is the product of collaboration between the patent professional and the inventor. The key contribution of the inventor is the technical disclosure.  The leading enabler for a good patent is a good invention disclosure.

There are many different workflows for creating a good invention disclosure. One workflow that has proved to be effective is outlined below.

There are two documents that are critical to creating a good invention disclosure.  The first is a “Technical Disclosure” of the invention, the second is an “Invention Summary”.  These are usually best prepared in tandem, as outlined below.  They are then used by the patent agent to prepare the “Detailed Description” and the claims that are the key components of a patent application.

It is important that the Detailed Description be an “enabling disclosure”.  In this regard, it is important to remember a few points:

· A patent is a contract between its owner and the government. In exchange for the patent monopoly a full disclosure must be provided in the patent such that third parties can without exercise of inventiveness apply the invention commercially.  This is the meaning of an “enabling disclosure”.

· The disclosure must be enabling in all essential respects.  Otherwise, the patent may be unenforceable (in part or in entirety).  This creates an onus that is often underestimated, as has been shown in a number of recent decisions in the U.S. that invalidated patents because they failed to disclose an aspect of the invention in terms readily understood by a person with ordinary skill in the art based on information that is commonly available.  Inventors often consider that an aspect of the invention is readily understood on this basis because it is obvious to them and therefore there is a temptation not to fully describe that component.  But where this aspect is part of the inventor’s specialized knowledge it is quite possible that the aspect would not be readily known to a person skilled in the art.  It is therefore crucial to err on the side of complete disclosure.

· Providing this full description of the invention often requires describing aspects of the invention (including technical details of implementation, and user interactions) that may not be “inventive” but nonetheless as required to obtain a valid patent on the invention.




